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1. The amendment of 5/6/08 has been entered. Claims 1-10 and 12-19 are pending. 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 19 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

A. There is not basis in the originally filed specification for the full scope of the newly 
presented claim 19. The examples do not support the full scope of the newly presented claim 19. 
The newly added scope is new matter. 

5. Claim 19 is rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for the disclosed compositions having the properties as required by the 
instant claim 19, does not reasonably provide enablement for all compositions now encompassed 
but not enabled and described by the instant specification. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention commensurate in scope with these claims. 

The instant claim 19 encompasses a potentially infinite number of compositions having 
the claimed properties. The enabling specification does not describe nor give guidance 
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commensurate in scope with In re Wands to enable the skilled artisan to make all of the 
compositions encompassed by the instant claim 19 without undue experimentation. 
In re Wands has 8 criteria, (MPEP 2164.01(a)), as shown below. 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 

It is noted that the instant claims read on an infinite number of compositions (Wands factor A). 
The specification does not describe how to make all such compositions having the claimed 
properties which will function as required in the instant invention (Wands factors F, G). It would 
require an infinite amount of experimentation to determine how to make all of the compositions 
encompassed by the instant claims (Wands factor H). Chemistry is an unpredictable art (Wands 
factor E). The ordinary skilled artisan has not imagined nor figured out how to make all of the 
compositions having the properties of the instant claim 19 yet (Wands factors C, D, E, F, G, and H). 
The enabling disclosure is not commensurate with the full scope of the claim 19. 
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6. Claim 4 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

A. It is unclear what the units of solubility are to be in claim 4. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a primed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-6, 8-10, and 12-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by WO 99/50365 Yeates et al.. 

Yeates discloses the instantly claimed compositions at the abstract; page 1, lines 1-36, 
particularly 23-29; page 2, lines 1-38, particularly 5-21, of which the partial neutralization gives 
the instantly claimed structures I and II; page 3, lines 1-37, particularly 1-10; page 6, lines 1-39, 
particularly 19-24; page 7, lines 1-39, particularly 15-31, more particularly lines 17-18, which 
fall within the scope of the instant claim 4, lines 23-24 of which the polyalkylene glycols fall 
within the scope of the instant claim 3, and line 28, which falls within the scope of the instant 
claim 2; page 9, lines 4-19, particularly 14-19, where the buffers that give the alkaline pHs fall 
within the scope of the instant claims 13-14; and the remainder of the document. Given the lack 
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of specificity of the claimed structures I and II of the instant claims, the polymers of the 
reference can be divided into any structures desired so as to meet the limitations of the instant 
claims. Polymers are a mixture of varying molecules as evidenced by average polymer concepts 
such as molecular weight, functionality, and monomer distribution. Since the instant claims 15- 
16 do not specify the polymers of these claims, some portion of the polyacrylate of the reference 
may be taken that meets the limitations of these claims. The ink jet printed and resulted printed 
substrate of the reference meet the instant claims 17-18. 

The applicant's argument that the instantly claimed composition gives high storage stability is 
not supported for the full scope of the instant claims which do not define the instantly claimed 
first and second repeating structures. As such any of the repeating structures of the reference can 
be defined so as to meet the instantly claimed amounts. It is noted that the instant claim 1 does 
not have the same requirement of the instant claim 19 that the first repeating unit structure be 
carboxyl. As such any structure, even if unneutralizable, reads on the instantly claimed first 
repeating unit structure. The applicant's arguments are therefore not commensurate in scope 
with the instant claims and the cited prior art. "Partially neutralized" of page 2, line 17 of the 
reference will fall within the instantly claimed broad range of amounts because of the lack of 
definition of the instant claims as to what constitutes the claimed units. As such, the polymer of 
the reference can necessarily be divided into units that meet the instantly claimed amounts. 
Given the similarity or sameness of the polymer of the reference, as discussed above, it is 
expected that the instantly claimed properties of the instant claim 19 will be necessarily inherent 
in the compositions of the reference. 
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The applicant's arguments have been fully considered but are not persuasive for the reasons 
stated above and the teachings of the cited prior art. This rejection is therefore maintained. 

10. Claims 1-6, 8-10, and 12-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 99/50365 Yeates et al.. 

Yeates discloses the instantly claimed compositions at the abstract; page 1, lines 1-36, 
particularly 23-29; page 2, lines 1-38, particularly 5-21, of which the partial neutralization gives 
the instantly claimed structures I and II; page 3, lines 1-37, particularly 1-10; page 6, lines 1-39, 
particularly 19-24; page 7, lines 1-39, particularly 15-31, more particularly lines 17-18, which 
fall within the scope of the instant claim 4, lines 23-24 of which the polyalkylene glycols fall 
within the scope of the instant claim 3, and line 28, which falls within the scope of the instant 
claim 2; page 9, lines 4-19, particularly 14-19, where the buffers that give the alkaline pHs fall 
within the scope of the instant claims 13-14; and the remainder of the document. Given the lack 
of specificity of the claimed structures I and II of the instant claims, the polymers of the 
reference can be divided into any structures desired so as to meet the limitations of the isntnat 
claims. Polymers are a mixture of varying molecules as evidenced by average polymer concepts 
such as molecular weight, functionality, and monomer distribution. Since the instant claims 15- 
16 do not specify the polymers of these claims, some portion of the polyacrylate of the reference 
may be taken that meets the limitations of these claims. The ink jet printed and resulted printed 
substrate of the reference meet the instant claims 17-18. 

It would have been obvious to one of ordinary skill in the art at the time of the instantly 
claimed invention to use the above discussed combinations of ingredients and amounts thereof 
because they are encompassed by the reference and would have been expected to give the 
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printing properties described by Yeates. There are no unexpected results seen which are 
demonstrated in a manner commensurate in scope with the instant claims and the cited prior art. 
The applicant's argument that the instantly claimed composition gives high storage stability is 
not supported for the full scope of the instant claims which do not define the instantly claimed 
first and second repeating structures. As such any of the repeating structures of the reference can 
be defined so as to meet the instantly claimed amounts. It is noted that the instant claim 1 does 
not have the same requirement of the instant claim 19 that the first repeating unit structure be 
carboxyl. As such any structure, even if unneutralizable, reads on the instantly claimed first 
repeating unit structure. The applicant's arguments are therefore not commensurate in scope 
with the instant claims and the cited prior art. "Partially neutralized" of page 2, line 17 of the 
reference will fall within the instantly claimed broad range of amounts because of the lack of 
definition of the instant claims as to what constitutes the claimed units. As such, the polymer of 
the reference can necessarily be divided into units that meet the instantly claimed amounts. 
Given the similarity or sameness of the polymer of the reference, as discussed above, it is 
expected that the instantly claimed properties of the instant claim 19 will be necessarily inherent 
in the compositions of the reference. 

The applicant's arguments have been fully considered but are not persuasive for the reasons 
stated above and the teachings of the cited prior art. This rejection is therefore maintained. 

11. Claims 1-10 and 12-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 99/50365 Yeates et al. in view of EP 089931 1 Al Yamazaki et al.. 

Yeates discloses the instantly claimed compositions at the abstract; page 1, lines 1-36, 
particularly 23-29; page 2, lines 1-38, particularly 5-21, of which the partial neutralization gives 
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the instantly claimed structures I and II; page 3, lines 1-37, particularly 1-10; page 6, lines 1-39, 
particularly 19-24; page 7, lines 1-39, particularly 15-31, more particularly lines 17-18, which 
fall within the scope of the instant claim 4, lines 23-24 of which the polyalkylene glycols fall 
within the scope of the instant claim 3, and line 28, which falls within the scope of the instant 
claim 2; page 9, lines 4-19, particularly 14-19, where the buffers that give the alkaline pHs fall 
within the scope of the instant claims 13-14; and the remainder of the document. Given the lack 
of specificity of the claimed structures I and II of the instant claims, the polymers of the 
reference can be divided into any structures desired so as to meet the limitations of the isntnat 
claims 5-6 and 1 1-12. Polymers are a mixture of varying molecules as evidenced by average 
polymer concepts such as molecular weight, functionality, and monomer distribution. Since the 
instant claims 15-16 do not specify the polymers of these claims, some portion of the 
polyacrylate of the reference may be taken that meets the limitations of these claims. The ink jet 
printed and resulted printed substrate of the reference meet the instant claims 17-18. 

It would have been obvious to one of ordinary skill in the art at the time of the instantly 
claimed invention to use the above discussed combinations of ingredients and amounts thereof 
because they are encompassed by the reference and would have been expected to give the 
printing properties described by Yeates and to use carbon black of the instant claim 7 therein 
because carbon black is encompassed by the broadly claimed "colorant" of the claims of Yeates, 
e.g. claim 1, and is shown by Yamazaki to be a conventional black colorant for acrylic based ink 
jet inks which is expected to contribute its well known colorant properties to the inks of Yeates. 

There are no unexpected results seen which are demonstrated in a manner commensurate 
in scope with the instant claims and the cited prior art. 
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The applicant's argument that the instantly claimed composition gives high storage stability is 
not supported for the full scope of the instant claims which do not define the instantly claimed 
first and second repeating structures. As such any of the repeating structures of the reference can 
be defined so as to meet the instantly claimed amounts. It is noted that the instant claim 1 does 
not have the same requirement of the instant claim 19 that the first repeating unit structure be 
carboxyl. As such any structure, even if unneutralizable, reads on the instantly claimed first 
repeating unit structure. The applicant's arguments are therefore not commensurate in scope 
with the instant claims and the cited prior art. "Partially neutralized" of page 2, line 17 of the 
reference will fall within the instantly claimed broad range of amounts because of the lack of 
definition of the instant claims as to what constitutes the claimed units. As such, the polymer of 
the reference can necessarily be divided into units that meet the instantly claimed amounts. 
Given the similarity or sameness of the polymer of the reference, as discussed above, it is 
expected that the instantly claimed properties of the instant claim 1 9 will be necessarily inherent 
in the compositions of the reference. 

The applicant's arguments have been fully considered but are not persuasive for the reasons 
stated above and the teachings of the cited prior art. This rejection is therefore maintained. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Patrick D Niland/ 



Primary Examiner 
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